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DETAILED ACTION 
Drawings 

The drawings are objected to as failing to comply with 37 CFR 1.84(p)(4) 
because reference character "304" has been used to designate both a speaker and a 
keypad in Figure 3. Examiner believes that applicant intended for the speaker to be 
labeled "306" as noted in the specification and the application has been examined under 
this assumption. Nonetheless correction is required. Corrected drawing sheets in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-10, 13-22, 25-34 and 37-46 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stinson et al (hereinafter Stinson US Pat No 6786,398) in view of 
Anderson et al (hereinafter Anderson US Pat No 6,021,202) . 

Re Claim 1: Stinson discloses a method and apparatus for automatic cashing of 
a negotiable instrument comprising 

• Receiving a customer check issued by a customer at the automatic teller 
machine (Column 1, lines 58-61) 

• Identifying an amount for the customer check (Column 1 , lines 63-64) 
Stinson does not explicitly disclose 

• Creating a new check for the amount, wherein the funds for the amount 
are guaranteed by a financial institution 

Anderson discloses a method and system for processing electronic documents 
wherein an electronic check (new check) can be initiated from an ATM machine 
(Column 22, lines 63-67), wherein the funds for the amount are guaranteed by a 
financial institution (Column 23, lines 5-11). Anderson notes that an electronic check in 
some respects mimics the paper check and is therefore authenticated and guaranteed 
by a financial institution (bank). 

It would have been obvious to someone skilled in the ordinary art at the time of 
invention to include the teachings of Anderson to the disclosure of Stinson so that a 
customer using an ATM, could sign over a check (forward a payment), representing a 
certain value, to another individual or organization even if the other individual or 
organization is not present to accept the physical check. 
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Re Claim 2: Anderson further discloses the step comprising verifying funds are 
available in an amount for the customer prior to creating the new check (Column 23, 
lines 50-54). 

Re Claims 3 and 4: Stinson in view of Anderson discloses the claimed method 
supra, and while the references do not explicitly disclose the step of dispensing the new 
check to the customer, Stinson does disclose an apparatus with dispensing means (See 
Abstract). While the Stinson disclosure specifically discusses the dispensing of cash 
from the apparatus, it would have been obvious to someone skilled in the ordinary art at 
the time of invention to adapt the apparatus of Stinson to dispense equivalent 
alternatives to cash, such as cashiers checks or traveler's checks. An individual might 
wish to use these alternatives instead of cash for a variety of reasons, including if they 
were traveling and did not want to carry large amounts of cash for fear of losing the 
money. If a person loses a check, the individual can simply cancel said check and be 
assured that the funds will return to their account. The same cannot be said if a person 
loses cash. Alternatives to cash are very popular and therefore it would be useful for an 
ATM machine to dispense these alternatives as well. 

Re Claim 5: Stinson in view of Anderson discloses the claimed method supra 
and Anderson further discloses the step comprising sending the check to a third party 
designated by the customer (Column 23, lines 31-56). 

Re Claim 6: Anderson further discloses wherein the new check is sent to the 
third party as an electronic check (Column 23, lines 54-56). 

Re Claim 7: Stinson discloses a method for processing checks comprising: 
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• Receiving a check from a customer at the automatic teller machine 
(Column 1, lines 58-61) 

Stinson does not explicitly disclose the steps of 

• Scanning a check to create an image of the check 

• Searching the image of the check for a digital watermark 

• Responsive to identifying the digital watermark in the image, determining 
whether the digital watermark is authentic; and 

• Responsive to the digital watermark being authentic, providing financial 
services to the customer 

Anderson discloses a method and system for processing electronic documents 
that discloses the creation and authentication of electronic checks, including check 
imaging and scanning (Column 7, lines 40-49). In this system, an electronic check is 
created by a payer and digitally signed before being sent to a payee (Column 23, lines 
50-56). The payee then digitally signs the electronic check and then forwards this to the 
respective banks (Column 23, lines 57- 64). The payers bank then validates the 
signatures and also "verifies that the instrument is not a duplicate," and if there are 
sufficient funds to cover the check, the payers bank debits the payers account (thus 
providing a financial service) and sends payment to the payees bank (Column 24, lines 
29-36). 

While Anderson does not explicitly disclose the term 'digital watermark," this term 
is simply a broad term used to determine if a check is a duplicate of a previous check. 
Before electronic checks, it was well known in the art at the time of invention that paper 
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checks were outfitted with watermarks to prevent the fraudulent copying, and 
subsequent cashing of the same check more than once. A "digital" watermark is 
therefore simply an electronic way to perform the same function. As previously stated, 
Anderson discloses that the payer's bank, during the authentication process "verifies 
that the instrument is not a duplicate" (Column 24, lines 28-29) therefore disclosing the 
searching, identifying and authenticating of a "digital watermark," specifically using a 
markup language (Column 3, lines 13-19). Once this is done, the system of Anderson 
provides financial services to the customer. 

It would have been obvious to someone skilled in the ordinary art at the time of 
invention to include the teachings of Anderson to the disclosure of Stinson so that a 
person at an automated teller machine would have the ability to transform a paper 
check into an electronic version, without sacrificing any security measures, and send it 
to a third party recipient. This would save time in that the parties would not have to wait 
for the check to be mailed and for the recipient to take said check to an appropriate 
place (i.e. bank) for settlement. 

Re Claim 8: Stinson in view of Anderson discloses the claimed method supra 
and Anderson further discloses the step comprising 

• Identifying a financial institution for an account on which the check is 
issued (Column 24, lines 11-20) 

• Comparing the digital watermark identified in the image to a watermark 
associated with the financial institution to see if a match occurs, wherein 
the watermark is authentic if the match occurs (Column 24, lines 28-30). 
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The use of a watermark, in paper checks, is to prevent duplication of a 
single check. A "digital" watermark is used for electronic checks in the 
same manner. Anderson discloses that the bank "verifies the instrument 
is not a duplicate," which implies that the digital watermark, has been 
compared to an appropriate watermark associated with the financial 
institution. 

Re Claim 9: Stinson in view of Anderson discloses the claimed method supra 
and Anderson further discloses the step of determining whether funds are available in 
an account from which the check was issued to cover an amount of the check (Column 
24, lines 31-33) 

Re Claim 10: Stinson in view of Anderson discloses the claimed method supra 
and Anderson further discloses the step of initiating a funds transfer for the amount of 
the check in response to a determination that funds are available to cover the amount of 
the check (Column 24, lines 31-37). 

Re Claims 13-22: Further data processing system would have been necessary 
to perform previously rejected method claims 1-10 respectively and are therefore 
rejected using the same art and rationale. 

Re Claims 25-34: Further data processing system would have been necessary 
to perform previously rejected method claims 1-10 respectively and are therefore 
rejected using the same art and rationale. 
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Re Claims 37-46: Further computer program product would have been 
necessary to run previously rejected method claims 1-10 respectively and are therefore 
rejected using the same art and rationale. 

Claims 11-12, 23-24, 35-36 and 47-48 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Stinson in view of Lemelson (US Pat No 4,991 ,205). 

Re Claim 11: Stinson discloses a method and apparatus for automatic cashing 
of a negotiable instrument comprising 

• Verifying an identification of the user (Column 1 line 67- Column 2 line 2) 

• Responsive to the identification of the user being verified, capturing an 
image of the user and retrieving user information associated with the user 
(Column 2, lines 14-34) 

Stinson does not explicitly disclose the steps wherein this information is stored 
on an identification card and this card is generated at the automatic teller machine. 

Lemelson discloses a personal identification system and method wherein one 
object is to "provide a credit card recording and reproduction system for rapidly and 
easily recording signals relating to a physical characteristic of the card owner on the 
card which recording may be reproduced by specialized equipment and employed to 
generate images of the face and signature of the card owner. (Column 1, line 65- 
Column 2, line 2)" It would have been obvious to someone skilled in the ordinary art at 
the time of invention to include the identification card taught by Lemelson to the 
biometrics verification method of Stinson so that a large central database of names 



Application/Control Number: 09/833,339 Page 9 

Art Unit: 3628 

does not need to be kept and referenced every time a person uses an ATM. If the data 
is stored on an individual card, provided by the user, then the system need only to read, 
the information on the card, therefore saving memory space and money. 

While the references do not explicitly disclose that the automated teller machine 
generates the identification card, this would have been obvious to anyone skilled in the 
ordinary art so that someone using an ATM for the first time could have an identification 
card produced for them for future visits so they do not have to waste time in proceeding 
through a longer verification process for each subsequent visit. Producing the card at 
the ATM vestibule is advantageous as well as a customer can simply perform this action 
once before an initial transaction as opposed to having to go out of the way to a central 
office to have a card generated. 

Re Claim 12: Stinson in view of Lemelson discloses the claimed method supra 
and while not explicitly disclosing the step of dispensing the identification card to the 
user, as explained previously in Claim 1 1, the advantage of having the ID card 
generated at the ATM vestibule would be that a customer would not have to go out of 
the way to a central office to receive their ID card, but rather could take a few extra 
minutes before a transaction and have one generated. The same reasoning applies to 
having the card dispensed on site. Stinson has means for dispensing, as well as means 
for reading cards, so it would be obvious to someone skilled in the ordinary art to adapt 
the apparatus to dispense identification cards as well. 
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Re Claims 23 and 24: Further data processing system would have been 
necessary to perform previously rejected method claims 1 1 and 12 respectively and are 
therefore rejected using the same art and rationale. 

Re Claims 35 and 36: Further data processing system would have been 
necessary to perform previously rejected method claims 11-12 respectively and are 
therefore rejected using the same art and rationale. 

Re Claims 47 and 48: Further computer program product would have been 
necessary to run previously rejected method claims 1 1 and 12 respectively and are 
therefore rejected using the same art and rationale. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Harbeck whose telephone number is 571- 
272-8123. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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